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Applicants request consideration of the information below and the references listed on the 
attached PTO-1449 form. Under 37 C.F.R. § 1.98 (a)(2)(ii), only copies of foreign patent 
documents and/or non-patent literature are enclosed. Copies of any listed U.S. patents or U.S. 
patent application publications can be provided upon request. Also disclosed as part of this 
Information Disclosure Statement (IDS) are copies of communications from foreign patent 
offices regarding foreign counter-part applications. 

U.S. Patent Nos. 6,066,861 ("the '861 patent"), 6,245,259 ("the '259 patent), 6,277,301 
("the '301 patent"), 6,592,780 ("the '780 patent"), and 6,613,247 ("the '247 patent), which are 
related to the present application and will be collectively referred to hereinafter as "the particle- 
size patents," are part of the following litigation in the United States District Court for the 
District of Columbia, specifically: 

CITIZEN ELECTRONICS COMPANY, Ltd. vs. OSRAM GMBH and OSRAM 
OPTO SEMICONDUCTORS GMBH - Case Number 1:05CV01560 



CERTIFICATE OF MAILING BY FIRST CLASS MAIL 

I hereby certify under 37 CFR § 1.8(a) that this correspondence is being 
deposited with the United States Postal Service as first class mail with 
sufficient postage on the date indicated below and is addressed to the 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 13-1450. 
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In its complaint (a copy of which is enclosed), Citizen alleges that the particle size patent are 
invalid. Citizen has not yet presented any evidence in the litigation in support of this allegation. 
This case was originally filed in the United States District Court for the District of Columbia as 
Case Number 1:05CV00112 (a copy of the complaint is enclosed); however, this earlier cases 
was dismissed. 

The particle-size patents, which as noted above are related to the present application, are 
also part of a litigation before the United States International Trade Commission ("ITC"), 
specifically: 

In the Matter of: CERTAIN LIGHT-EMITTING DIODES AND PRODUCTS 
CONTAINING SAME - Investigation No. 337-TA-512 

With regard to the ITC litigation, we submit a copy of the public version of the "Initial 
Determination on Violation of Section 337 and Recommended Determination on Remedy and 
Bond," a copy of the "Notice of Commission Final Determination of No Violation of Section 
337 as to One Patent and Determination to Remand the Investigation as Certain Other Patents," 
and a copy of the public version of the "Commission Opinion." 

During the ITC litigation, it was alleged, unsuccessfully, that: 1) the particle-size patents 
are invalid as indefinite because they fail to specify whether "mean grain diameter dso" refers to 
a mean or a median, since d 5 o typically refers to a median; 2) the particle-size patents are invalid 
as indefinite because they fail to specify whether "mean grain diameter d$o" should be calculated 
by number, volume, length, or area; 3) the particle-size patents are invalid as indefinite because 
they fail to specify the instrument and/or methodology that should be used to measure "mean 
grain diameter dso" of the phosphor particles; 4) the particle-size patents are invalid as indefinite 
because they fail to specify whether the grain diameter in "mean grain diameter dso" is the 
volume spherical equivalent diameter, the projected area spherical equivalent diameter, or the 
Feret spherical equivalent diameter; 5) the asserted claims of the particle-size patents are obvious 
in view of U.S. Patent No. 5,998,925 ("Shimizu") in combination with the Phosphor Handbook 
by Shionoya and Yen; 6) the asserted claims are obvious in view of JP 04-137570 in 
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combination with the Phosphor Handbook; and 7) the asserted claims of the particle-size patents 
are obvious in view of JP 05-152609 in combination with the Phosphor Handbook. 

The accused infringer did not pursue the obviousness allegations at trial, so the Court did 
not address these allegations further (see, page 56 from the Initial Determination.) With respect 
to the indefiniteness allegations, the administrative judge initially found the particle-size patents 
invalid because the words "mean" and "d 5 o" in the claim expression "mean grain diameter dso" 
were allegedly incompatible (see, for example, pages 29-40 and 56-57 from the Initial 
Determination). However, the ITC Commission later overruled this conclusion and found all 
claims valid (see pages 4-14 of the Commission Opinion). Additional documents further 
describing the invalidity allegations exist, however, they are filed with the ITC under seal. 

In its Opinion, the ITC Commission also addressed claim construction, concluding that 
"mean grain diameter d 50 " should be calculated based on a volume-distribution for the particles 
(see pages 4-14 of the Commission Opinion.) For at least the reasons summarized in the 
Commission Opinion, applicants disagree with this construction and submit that "mean grain 
diameter d 5 o" simply refers to the median particle diameter based on a number-distribution (i.e., 
half of the particles have a diameter greater than or equal to this diameter and the other half of 
the particles have a diameter less than or equal to this number.) 

As noted above, the present application is related to the particle-size patents. 
Specifically, the present application claims priority to the application that issued as the '780 
patent, which in turn claims priority to the application that issued as the '259 patent, which in 
turn claims priority to the application that issued as the '301 patent, which in turn claims priority 
to the application that issued as the '861 patent. Similarly, the '247 patent claims priority to the 
application that issued as the '301 patent. In addition, U.S. Patent Application Serial No. 
10/623,819 was filed July 21, 2003 claiming priority to the application that issued as the '247 
patent, and U.S. Patent Application Serial No. 09/731,406 filed December 6, 2000 claiming 
priority to the application that issued as the '301 patent. We note that in one or more of these 
applications, an Examiner may have taken a position different from that of the present Examiner. 
For example, in Serial No. 09/731,406 claims amended to remove a limitation to "epoxy" were 
rejected as allegedly failing to meet the written description requirement. We presume the present 
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Examiner has access to the file histories for these related applications should he wish to 
investigate such allegations further. 

This filing is being made with the filing of a Request for Continued Examination. No fee 



Fish & Richardson P.C. 
225 Franklin Street 
Boston, MA 02110 
Telephone: (617)542-5070 
Facsimile: (617)542-8906 



is required. 



Respectfully submitted, 
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